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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 112 

2. The .following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with- one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. The use of "their" and the lack of antecedent basis for "the beam splitters" renders the 
claims vague, and are generally narrative and lack clear concise language. The following are 
examples: 

4. Claim 1 recites the limitation ''said axis" in the second line of the sixth clause. There is 
insufficient antecedent basis for this limitation in the claim. It is unclear which axis is being 
referred to. There is an axis in the preamble and there is a transmission axis. 

5. Claim 1 recites the limitation "one beam splitter" and "the other beam splitter" in the last 
clause. There is insufficient antecedent basis for this limitation in the claim. The third (iii) 
clause recites "at least one additional polarizing beam splitter" so there could be more than just 

o 

two beamsplitter, therefore "one beam splitter" and "the other beamsplitter" lack antecedent 
basis. 

6. Claim 3 recites the limitation "each beam splitter". There is insufficient antecedent basis 
for this limitation in the claim since claim 1 recites it is unclear if the first beam splitter is 
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included or if "each beam splitter" is referring only to the "each additional beam splitter" recited 
in the fifth (v) clause. 

7. Claim 6 recites the limitation "the polarizing beam splitter" in the first line and "the 
additional polarizing beam splitter". There is insufficient antecedent basis for this limitation in 
the claim. Claim 1 recites "at least one additional polarizing beam splitter" therefore, "the 
additional polarizing beam splitter" lacks antecedent basis if there are two additional polarizing 
beam splitters. 

Similar antecedent basis are lacking in all the claims. Applicant is urged to 
thoroughly review each claim for proper antecedent basis. 

8. Claim 12 provides for the use of the apparatus of claim 1, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claim 12 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-8, 10, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by DE 
4016731 (GB 2245381). 

DE 4016731 shows a Fourier spectrometer comprising: 

(i) an input polarizer (3) for resolving light incident thereon into a single linear 
polarisation state, 

(ii) a first polarising beam splitter (4) arranged to receive light passing through the 
input polariser, and arranged to resolve said light into equal magnitude orthogonally 
polarised rays, said rays being mutually spaced and having a path difference 
therebetween, . 

(iii) at least one additional polarising beam splitter (5-7) arranged to receive light 
passing through the first polarising beam splitter, 

(iv) an output polariser (10) orientated such that its transmission axis is parallel to 
or perpendicular to the transmission axis of the input polariser for resolving the 
orthogonally polarised light rays having passed through the or each additional polarising 
beam splitter into the same or perpendicular polarisation state as light resolved by the 
first polariser, 
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(v) focussing means (2, 1 1), the first polarising beam splitter, the or each 
additional beam splitter and the focussing means being mutually spaced such that said 
mutually spaced rays are brought to coincidence whereby interference fringes are 
produced, and, 

(vi) a light sensitive detector (14) arranged to detect said interference fringes, 
wherein one beam splitter (7) is mounted for movement perpendicular to said axis, the 
other beam splitter(s) (4,6) being rigidly mounted against movement. 

With respect to claims 2 and 3, the beamsplitters are WoUaston prisms. 
With regards to claims 4, 5, and 8, please see figure 3. 

With respect to claim 6, the arrangement of Figures 2-5 would meet the limitation 
since the same Wollaston prism is used where the light doubles back through the 
Wollaston prism. 

o With respect to claim 7, the Wollaston prism is in between lens 2 and the detector. 
With regards to claim 10, see ''computer" in the translated text. 
With respect to claim 12, the apparatus is used. 



o 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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12. Claims 1-10 and 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Padgett 
etal (US 5,781,293). . 

Padgett et al (Padgett hereinafter) show a Fourier transform spectrometer comprising: 

(i) an input polariser (24) for resolving light incident thereon into a single linear 
polarisation state, 

(ii) a first polarising beam splitter (32) arranged to receive light passing through the input 
polariser, and arranged to resolve said light into equal magnitude orthogonally polarised rays, 
said rays being mutually spaced and having a path difference therebetween, 

(iii) at least one additional polarising beam splitter (34) arranged to receive light passing 
through the first polarising beam splitter, 

(iv) an output polariser (26) orientated such that its transmission axis is parallel to or 
perpendicular to the transmission axis of the input polariser for resolving the orthogonally 
polarised light rays having passed through the or each additional polarising beam splitter into the. 
same or perpendicular polarisation state as light resolved by the first polariser, 

(v) focussing means (28), the first polarising beam splitter, the or each additional beam 
splitter and the focussing means being mutually spaced such that said mutually spaced rays are 
brought to coincidence whereby interference fringes are produced, and, 

(vi) a light sensitive detector arranged to detect said interference fringes. 
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Padgett does not expressly show that one beam splitter is mounted for movement 
perpendicular to said axis, the other beam splitter(s) being rigidly niounted against movement. 
However, Padgett suggests to do so stating, 

*'By translating the Wollaston prism the path difference between the two polarisations 
can be varied. To obtain an interferogram between the two polarisations a second polariser, also 
at 45°, may be used to extract a common polarisation component. As before, a Fourier- 
transform of the interferogram gives the spectral content of the input light, " 

Therefore at the time of the invention, one of ordinary skill in the art would have moved a 
Wollaston prism to vary the path difference between the two polarizations. 

With respect to claim 2-4, please see Figure 6. 

With respect to claim 5 and 6, please see column 4, lines 6-18. 

With respect to claim 7, the reversal of parts only involves routine skill in the art. In re 
Einstein, 8 USPQ 167. 

With respect to claim 8 and 9, it would be obvious to separate a formerly integral part 
into its various elements for the flexibility to replace such elements. 

With respect to claim 10, the use of a processor would have been inherent. 

With respect to claim 12, the apparatus is used. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Hwa S. Lee whose telephone number is 571-272-2419. 
The examiner can normally be reached on Tue-Fr. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tarifur R. Chowdhury can be reached on 571-272-2800. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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